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FOREWORD

It is the pupose of this booklet to pvide a ¢ear undestanding of the impdance of ptents in the Dgaitment
of the Inteior’s actvities and eseach programs,to foster an wareness of the Qmatments inteest in irventive
ideas,and to outline some of the commomipems encounted with paents.

This booklet is intended to be usegdthe emplgees of the Deatment of the Intdor as a guide oreference
work. While the inbrmation which it contains ma be of inteest to othes, it is primarily directed to the man
engnees and scientists empled thoughout the Dgatment.
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|. GENERAL INFORMATION

A. Terminology

The tems invention distosure, paent gplicaion, and paent ae sometimes used incectly as if the
were the sameAn invention distosure is simpy an in-house document (Ddrim 1215) filed in by the irven
tor(s) desdbing the irvention. It is fled with the ofice of the Solicitor and is assigned (the Solicitor) a dur
digit number (eg., MIN-3250) and ceaes no lgal rights.A paent gplicaion is a documeniléd in the Rtent
andTrademak Office (PTO) by the Ofice of the Solicitarlt is assignedypthe PTO a six digt seiial number
and fling dated (eg., S.N. 700,701 fled June 29,1976). It does @de lgyal presumptions andghts (eg. you
can use "p@nt pending")A paent is the gant which may or mgy not be issuedybthe PTO based on the pent
application.

B. The Patent System

1) Definition of a Patent —According to the US. Patent Law, a pdent is a gant to a peenteg his heis
or assignsof "the right to exclude othes from making using or selling the imention thoughout the United
Staes." —35 US.C. 154. One should note thea pdent is not theight to male the ivention,since suhb a iight
may be lesticted by prior paent gants. If the pgent gplicaion was fled bebre line 8,1995,the tem of a
paent is seenteen gars or twenty yeas from the fling date which ever is longer. If the pdent gplicaion was
filed after &ine 8,1995,the tem of a p#&ent is tventy yeais from its oiginal filing date.

2) Authority to Issue Ratents — Article 1, Section 8of the Constitution of the United $¢=
is the bunddion of the curent paent lavs of the United Stas,and under it Congss has beerivgn the
power to:

"Promote the pogress of science and usefutsaby secuing for limited times to
authos and irentors the &clusive rights to their espectie wiitings and disceeries."

As used in this pasge the tem "discorelies” has been consd to mean wentions.

Acting under the authity of this Constitutional gant of paver, Congess has passed a consather
number of lavs relaing to pdents. Lavs relaing to paents hae beenevised and ecodifed under the designa
tion, "United Staes CodeTitle 35 — Rtents" (heeinafter efered to as "35 &.C.").

3) Types of Subject Mdter that may be Patented — Not all nev developments & pdentale. 35
U.S.C. 101 is the state tha specifes the tasses of imention tha may be paented and stées:

"Whoever invents or disceers ary new and useful gscessmadine, marufactue, or
composition of mter, or ary new and useful immpvement thezof, may obtain a pgent
therefor..."

As these tans ae not alvays used in their usual sensebiief desciption of eath may be of help:

(a) Process-A process is a s&s of stps or acts dected to the obtaining of a desiresult. It
may be a methodadr biinging eout a useful lkemical or plsical esult,e.g., a chemical
processThis mg be a method of making aqutuct or a method of using agpiuct.

(b) Machine or Apparatus —A madine has been dekd as a combitian of moving, medanical
parts adpted to eceve motion and toply it in the poduction of some méanical esult or
results. It mg also be vieed as a mdw@nical-elecical or electomedanical deice for
producing pedetemined plysical eforts by its ovn opertions.
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(c) Composition of Matter — This is the poduct brmed ly the intemixture of two or moe
ingredientswhich mixture has popeties difering from those of the indidual ingedients. It
includes ©iemical compounds and mixas wherre the identity of theatious components is
substantialf lost. Microorganisms a& also ptentale.

(d) Articles of Marufacture — This indudes indvidual aticles which do not opeate of themseles,
sud as a mdane eg., a dair, ring, or teble. Thus,the \arious elements of a mhine consid
ered spatrately, and all kinds of tools arconsidezd aticles of manfactue.

(e) Designs and Plants- Under the mvisions of 35 US.C. 161 and 171 is also possile for a
person who (1) "invents or disceers and aseaually reproduces ay distinct and ne variety of
plant ... ,other than a tuber ppagated plant" or vino (2) "invents ag new original and
ornamental desigrof an aticle of mamufactue,” to obtain a pent theefore. A design would
cover the onamental ppeaance of an dicle sud as a lag's compact.

Anything which does notdll within the dove cdegories my not be ptented Some of the ma common
discoveries which may not be aforded p&ent potection intude:

i. Law of naure, e.g., Gravity, Osmosis
ii. Scientifc Theoy, e.g., E=MC2

iii. Arrangement of Pint Matter by Itself, e.g., a computer pogram ly itself; but a computer
program tha caries out a n& process along with a computer is¢uatdle.

4) Copyrights and Trademarks and Trade Secets— These agas ae sgarate and distinct fsm the
protection povided under the gant lavs.

(a) Copyrights — The copyright protects the wtings of an authorgainst coping by another and is
extremely important to pivate pullishers. Havever, pursuant to the Copight Act, 17 U.S.C.
105 povides tha "Copyright protection is notaailable ... for ary work of the United Sties
Govemment."

(b) Trademarks — These elate to ary word, name symbol,or device used in tide with @ods or a
sewice to indicaée the soure or oigin of the gpods or sarice and to distinguish themaim
those of othes. Thus a tademak is a name or symbol used to identify aghrct or serice with
the maler, supplier or oiganizaion. The Dgatment of the Intaor curently has seeral
registered sevice maks. Sutt maks seve to potect the use of Gemment symbols.

(c) Trade Secets—A trade se@t can be coupled with ght to exclude othes from making
using or selling a pocess or method of mafactue so long as it is not opgnilisdosed Unlike
paents,copyrights,and tademaks, which ale credures of the staitory law, trade seats ae
protected ly the common la or cout creaed lav and their potection &ists ony as long as the
secet is not openl disdosed ly the avner.

An Aid to Understanding Patents and Patent Procedures of the U.S. Department of the Interior 5



5) Essential Requiements of a Rtentable Invention —An inventor nust compy with all the brmalities
set brth in the pgent stéutes and with theutes esthlished ty the Commissioner ofdients in oder to obtain a
paent. For an irvention to be p&nted it is necessatha:

it relates to one of thelasses of imention speciéd in the ptent lav;
it is novel;
it is unolvious;
it is useful; and
it has not beenkemndoned to the plib by the irventor
A brief mention of edt of these @quirements is in ater However, three of these aas desee special tiention.

(a) Invention must be Navel (or new) —You rrust be theifst inventor agwhere in the vorld. Note
that this is not the same thing as being tinst fpeson to fle a paent gplicaion. Thus the
invention nust be ne or novel. 35 US.C. 101.

(b) Invention must be Unolvious — The invention nust not be obious to a peson of odinary skill
in the at to which the irvention elaes (35 US.C. 103). Usuall it is consideed olvious for one
to (i) change the sie, shae or color of an dicle; (i) to substitute one niexial for another; (iii)
to chang the brm or arangement of pas; and (#) to combine knan maerals yielding an
expected esult. TEST. Ask a peson who is amiliar with the arin which you ae working, after
you hare explained yur invention in detail vaether:

He or she wuld hare expected theasults pu ahieved and wether thg would have done it
the same way. If the ansver is no to both questionsylbmit an irention distosure, Form DI-
1215,to the Ofice of the Solicitar

(c) Invention must be Useful- 35 US.C. 101 povides th& every invention nust possess some
utility. The question of utility usuallis found in &iemical elated inventions. If questioned
proof of the compound accomplishing itstetautility is necessgr

6) Statutory Provisions Baring Issuance of a Btent — Under ceiain speciied cicumstances as
more fully set out in 35 L&.C. 102,an inventor mg be peduded fliom obtaining a gant on his or her iren
tion. The geneal rule is tha ary of the bllowing, done moe than one gar (i.e, 366 das) bebre the fling of a
paent gplicdion, is a stéutory bar to the ganting of a ptent in the United Stas:

i. paenting the imention in this or adreign county by aryone;
ii. descibing the irvention in a pinted pultication by anyone;
iii. pulic use of the imention in this couny, and
iv. sale in this counyr
(a) Stautory Bars to the Ganting of a Btent in Foreign Counties —The lav varies fom county to
county and is usuayl more stingent than in the United S&s. In some counés thee is no

grace peind, so tha pulication arywhere, even one dg before the fling of a pdent gplication,
can act as a bar

6 An Aid to Understanding Patents and Patent Procedures of the U.S. Department of the Interior



(b) Expeimental and Puiz Use of an Imention — Expeémental use of the u@ntion is an xception

to the wle thd pulic use in the US. more than one gar bebre filing a paent gplicaion can act
as a bar in obtaining a.8l Patent. The big poblem is in detemining wha is expelimental use
and what is public use The ansver dgends on \Wwen the imention was actuall perfected or its
intended pysose Assuming the imention was &ailable to the pulic, once the imention is
actually reduced to factice expeimentdion ends and the oneegr stéutory peiiod begins to un.

7) Publication vs. Obtaining a Ratent — Most irventions fom emplyees of this Dgaitment ae
made &ailable to the pulic by way of pubications.Although this is ly far the &ster and lessxpensve way to
disseminge information éout the irention,it does hae cetain diawbads vs. obtaining a pent. Among these
drawbadks of publication ae:

1.

5.

6.

The pultication isnot a stautory bar to obtaining a pant by othes until it has beenvailable to
the pultic for moe than one gar (Tha is, someoneslsemay obtain a pgent on the imention.)

it creaes no ights tha can be licensed;

it may not be asaadily retrievable as vould a p&ent,since the PD has anxensive
classifcation system;

it could not be used in litagion to sue othes;
it has not beenxamined and indeendent judged (ly the PTO) as being pantale; and

it does not dbrd the sameecagynition to the inentor as does a feant.

C. The Patent Application

1) Parts of the Ratent Application — There ae cetain elements hich the stautes equire eery
applicaion to containThe inventor (usuall done in conjunction with the @fe of the Solicitor) mst male
application to the US. Patent andTrademak Office (PTO) for the gant of the peent. Sub an g@plicdion is
made ly filing in the PTO a equest asking the Commissioner targ a Rtent. The gplication must also
include a specitation which disdoses the best mode ofgaticing the imention along with one or merdaims
staing the ights the inentor wished to seceirand a delaration in compliance with PO provisions. Genally
the gplicaion may be accompaniedylone or moe diawings of the inention where the ivention mg be so
illustrated A filing fee nust also accompgread goplicaion. In suman gplicaion would indude:

i. Specifcation
ii. Claims

iii. Declaration
iv. Drawings

v. Fee

(a) The Speciication — The peparation of an adequa desdption of an ivention and the @fting

of claims which cover the eal contibution made ¥ the irventor ae the basis of the ptection
tha will be aforded ly the paent.
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(b) The Claims—The daims set érth the metes and bounds of theention and &, in fact,the
verbalizdion of the ivention.

(c) The Drawings— Shav, as fir as is pactical,what is being taimed andperhas,an embodiment
of the irvention. Mary chemical pgent plications do not contain @wings, but use gamples
instead; most otherpalicaions do.

2) Step by Step to a Patent — Ewlution from Idea to Btent —The actual pycess of obtaining pent
protection is candigl set brth in the bllowing illustration.

3) Who May File a Patent Application —With but few exceptions,the irventor(s) nust male the
application whether or not the irention is vholly or patially owned and assigned to anoth®m inventor mg
secue the aid of anttorney or egent, registered to pactice bebre U.S. PTO, in filing his goplicaion. As an
employee-irventor of the US. Govemment,ead and gery invention nust be eported to the Solicitos Ofice
of the Dgartment in accatance with the Dgatmental Rgulaions as mae fully explained belav.
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Il. DEPARTMENTAL PATENT REGULATIONS AND POLICIES

A. Why File for Patents?
1. GovernmentViewpoint — The Dgartment of Inteior is actizely engaged in secung paent
protection br inventions thaevolve from R & D work of both emplgees,and to a mch lesser gtent,
contractors. Major easonsdr this ae:

(a) It protects the Geemment fom being sued on theviention in the Claims Cotjrand it afords
a filing date and interérence ights.

(b) It creaes popety tha could be the subject of arausive or non-gclusive license
(c) Itinforms the pulic that inventions ae being made with plib funds.

(d) It prevents one member of the gdigbfrom gaining an urdir adzantage over another member
when Goemment funds a used and a @emment emplgee was the tne inventor

(e) It forms the basisoir foreign fling of paent gplicaions by the Gawemment or the empiee if
he is ganted theseghts.

(f) It provides Dr easy lassiication and etrieval of tednical literture on specit inventions fom
the PTO files.

(g) It provides an dective tool Pr the tanskr and disseminimn of useful tehnolagy throughout
the scientiic field.

(h) It gives the Geemment theight to sue or countelaim for infringement of the gant gant.
2) Employee-Inventor Viewpoint — Cetainly, a question thiaall emplgees of the Dgatment nust
ask when thg discorer a ngv invention is "what is in it for me?"With an incease in dbrts to moe fully
recanize and eward the emplgee-irventor Pr his eforts, a rumber of incenties «ist to encouage the fling
of paent gplicaions. For example:

(a) Recanition of the indvidual contibution of the emplgee

(b) The emplgee eceves a $500 cashward when an pplicéion is fled and $800 cashnerd
when the pgent is ganted

(c) Employees mg request a detarinaion of rights andif appropriate, obtain title to the
invention.

(d) Employees mg request and obtaifeign paent ights.
(e) Employees m# be the gclusive licensee of their Ge@mment oavned p#ents.

() The emplgee my receve a mininum of 15% of theayalties collected Y licensing of the
paent.
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B. Interior Department Patent Regulations — Employees of the Dgatment of the Intéor are govemed
by Patent RgulaionsEmplyees of the Dgaitment of the Intdor are govemed ty Patent Rgulaions of the
Depatment [43 CFR 6(A)]and ly Executive Oders 10096 and 1093@ny invention made Y an emplgee of
the Dgatment shall beaported by sud emplyee though his supeisor and the head of theiteau or dfice
to the Solicitoyunless the wention olviously is unpaentale.

1)

2)

3)

Reporting of an Invention — As noted ead invention should beeported to the Solicitgrand
theTednolagy Transer Oficer of the lireau and basieofm for the irvention distosure to be
used is DI-1215You should be ety cateful in filling out this in-housedrm with a high dgree
of patticularity, much as a telenical aticle would be witten. Do not assume thetpat dtorneys
are familiar with your aea of &pettise, as in all pobability they are not. Usuall, only inventions
which have actualy been educed to @ctice should beeported, not just mee ideas or con
cepts. The exception is where meely following instuctions will pooduce the imention.The idea
stage is efered to as the conpéon of the ivention. Desdptive gaphs,test esults,drawings,
and photgraphs should betgaded to the drm if they exist. A desciption of hav the deice
works also vould be helpfulwith reference mmbes and &plandions being kyed to these
numbes. Unless a gant plication is iled based on this dikisure, no piotection is obtained

Rights to an Invention — Geneally, inventions madeyGovemment emplgees in the cose
of their oficial duties belong to the Gemment. If an emplgee beliges tha he should obtain
title, he should sta so vhen he ifls out Form DI-1215,"Report of Invention."The emplgee
must then ifl in and submit the &m DI-1218 entitled "Imention Rights Questionnait' A
detemination of the emplgees rights to the imention will then be madeykthe Technology
Transer Oficer of the lreau ivolved If the Gaoremment time maerial, monegy, other sevices,
or other emplgees,are used in making thevantion,or if it is within the emplgee’s assigned
duties,then the imention is usuajl assignale to the Geemment. Should the Gemment hae
no inteest in the imention,or if the Gawemment contibution is minor it may meely require a
license although it could tad the entie assignmenThe Gowemment mg, if it has suficient
interest,prepare and ile a U.S. Patent goplicaion. In this casewen if title is left with the
employee the Gwemment alvays cgets a license and theventoremployee gts the commeral
rights.

Foreign Rights— Even when the Geemment gts an assignment of allteat fights in the
United Stées,an emplgee mg, after his equest is tanted get the ight to file in foreign coun
tries. Usualy the Gowemment does noilé abroad because theiis little bendf in doing so. If
the Gavemment maks an dfrmative decision in witing not to fle, the emplgee-irventor mg
file a his ovn expenseYou nust ememberhowever, tha acts committedefore a U.S. paent
application is fled can act as a bar tiirig in mary foreign counties! Be especial} careful of
prior publications including informaion gven out & seminas, requestsdr proposal,|FBs, etc

C. Record of the Invention

1) Keeging of Records and Notdooks— It is vitally important tha you as an iventor be ble to
provide the gidence needed to sivdhe histoy of your invention. Sub information is needed in der to enble
the pdent dtorney to estalish inventoship. Estalishing inventoship is necessamwhen two paent gplicaions,
both daiming the same irention,are filed in the P and an "intedrence" esults.
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It is best to kep your notes in a paranenty bound ldoratory book in which ead daily significant
work sheet has been signed anteday the irventor and a witnesshe is not an imentor The witness mst
undestand the imention.You mg incormporate cetain items ly reference and céaiin routine maters need not be
explained in detailput should be wradl referencedYou mg include "instant" pictugs in the book. #&es
should be ombeed consecuiely and dé&d in pemanent ink with no esues (erors should be assed-out
with dated initial nearlp).

Wha your recods ae trying to shaev is the edrest dde thd the idea ér the irvention was conceied
(dae of concetion) plus the d& it was actuail reduced to factice Diligence in #empting to educe an idea
to practice is impa@ant; theefore, acts takn betveen the di&s of concption and eduction to pactice ae
important.

2) Publication and Disdosure to the Public of the Invention — The Dgyaitments polig/ requires tha
no publication of an ivention should be made unless Teehnology Transkr Oficer is of the opinion thahe
interests of the Gaeemment will not be pgjudiced ly sud action.Therefore, if you wish to pubish information
on an ivention bebre an @plication for paent has beeriléd with the US. PTO, a request rast be made to the
Technolagy Transer Oficer. Very rarely is pemission withheld However, once a pulication is madethe stau-
tory time limit of one ar bgins to wn. If foreign ights ae impotant,one nust hed to see if sulec would be
jeopadized ly sud a pultication. Basicaly a pullication consists of anprinted work which is accessie to
ary pat of the pulic. (See Question 1®age 22). Pubcations indude contact eports, handouts seminas,
newspaer aticles,and equestsdr bids/quottions,as well as gvemment and condictor pultications.

D. Licensing of Government Inventions — It is the Goemments polioy to male its paents aailable to
the pullic. Presenty exclusive or non-gclusive royalty beaing licenses mabe ganted to ayone who indicdes
an intention to use thevantion.All patent licensing xclusive and non-eclusive is handled ythe Technology
Transkr Ofiicer of the lireau thais involved

E. Contractor Inventions — Technical pesonnel viho ae TPOs (Bdnical Poject Oficers) ae sometimes
requested toespond to pent elaed mdters. These pgent mdters ae govemed ly the contact povisions and
their intepretaion. Speciic questions mabe diected to the Solicitas’ Office, Division of Geneal Law, Branch
of Procurement and &ents (FTS 208-6201).

Geneally, Depattments poligy is to etain title to inentions deeloped with gvemment funds xecept when small
business or non-pfit organizaions ae involved In the case of smallusiness and non-giit organizaionsthey
have the option of &ging title to the imention thg developed
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l1l. COMMONLY ASKED QUESTIONS ABOUT PATENTS.

> O

> o » 0

What is the diference betwen a pgent,trademak, and cogright?

A patent is the gant to an imentor of an gclusive light to exclude othes from making using

or selling an imention in the US. It is based on dléd paent gplicaion, and comes into &l
existence vhen the ptent is ganted A trademak is a symbolname or design thiaattached to a
product or serice, by its use Rajistration in the P does not @de the tademak, it only
allows the avner cetain benets, like access toddleal Couts to sueA copyright is an &clusive
right to reproduce and sell a litary or atistic work. It is registered in the Libary of Congess.

Wha happens after a pent gplicaion is filed?

It is given a fling date and seal number ty the PTO and then placed in a pendingtsta
awaiting an &amindion. Several months therafter a eport as to peentaility or lack thereof is
receved from the PD, after an gamindion of the @plicaion and a seah of the pior att is
made If it meets theequirements ér a paent,one is ganted

Wha do the tems "pdent pending" and "giant gplied for" mean?

They are used § a mamifactuer or seller of an &icle to inform the pulic that an goplicaion
for paent on thaatticle is on fle in the PTO. The lav imposes aifie on those Wwo use these
terms falsel to decere the pubc.

. Wha hgppens vihen two inventors gply separately for a paent for the same wention?

An "interference"” is delared and testimonmay be submitted to the ¥'to detemine which
inventor is entitled to the pent.Your atorney or egent in the Solicitos Ofice can gve you
further information aout this if it becomes necesgar

Wha is the diference betwen a disceery and an imention?

They are synoymous in p&ent law.

When is an imention pgéentdle?
The pdent stautes gve the dllowing conditions or paentability:

(a) the ivention was not knan or used ¥ othes in this countyy, or paented or desdred in a
printed pulication arywhetre in the vorld before the iwvention was made Yy the gplicant
for a paent;

(b) the irvention was not in pulic use or on sale in the United &ts,or paented or desdred
in a pinted pullication arywhere in the vorld, more than one gar pior to the d& of the
paent gplication in the United Stas;

(c) the irvention was not @andoned ¥ the gplicant;

(d) a freign paent was not obtained jor to the fling date of the United Stas paent
application on a breign paent gplication filed more than 12 months bate the fling of the
United Staées Rtent gplicdion;

(e) the iwention was not desdbed in a United Stas paent fled bebre the ivention was made
by the gplicant;

(f) the peson ¢aiming to be the wentor made the Wrention;

(g) the irvention was not made eléer by another peson who did not @andonsuppess,or
conceal it; and

12
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(h) the diferences beteen the subject rtar sought to be panted and the jor art are not
sud tha the subject nmeer as a Wole would hare been olous d the time the imention
was made to a pson haing odinary skill in the at to which said subject niger petains.

7. Q. Who can obtain a pant?

A. Patent plicaions nust geneally be fled in the name of theue inventor who nust sign the
applicétion. If the irventor is uneailable, on the making of a pper shwing, the avner of the
invention my file. The inventor mg assign the wention to another

8. Q. Can an imention be made jointP

A. Yes.Two or moe pesons can corntiute their ideas to maka single unitgrinvention.All
would be indicted as joint imentoss.

9. Q. Should an imention be eported to the Solicitos Ofice on Form DI-1215 if the inentor is not
cettain as to peentability?

A. When the imentor and thosesviewing the itvention ae uncetain as to pgntaility, the inven
tion should be eported for a detemination by the Solicitors Ofice.

10. Q. When should an irention not beaported?

A. When the imentor and theaviewers ae fully corvinced tha the impovement @er the knavn
art is not nav/novel, or it is olvious to a peson of odinary skill in the same &r

11. Q. How does the Solicitog Office detemine pobable paentaility?

A. The paent staf in the Solicitors Office aranges br a peliminary seach of pdented arin the
PTO and of the liteature to detemine nwelty and to estalish the diference betwen the iven
tion and the por art. A judgment is made hether the imention is olious to one skilled in the
art in view of these diferences. If the ditrences ppear okious,no gplicaion is filed.

12. Q. Is a paent gplication filed for all inventions @apeamg paentdle?

A. No. The invention nust hae suficient impotance to varrant the timeeffort, and expense of
paent posecutionThe govemment is equired to pg the costs imolved in using the seices of
an outside p&nt lav firm or aent.

13. Q. Does the Solicitos Ofiice detemine the ptentaility of the invention and ppare a péent
application as soon as theviention is submitted?

A. Yes,depending on the imptaince assigned to the cagethe Technolagy Transger Oficer of the
bureau ivolved

14. Q. Why is the Gemment inteested in obtaining pants?

A. The most impdant reason is to enhance the use of/&oment tebnology by making the
invention &ailable to the pulic by either &clusive or non-gclusive licenses. In this ay the
invention is apidly and moe readily available.

Furthemore, the Gavemment p&ent deénds the gneal pubic against a @aim of paent
infringement if it is licensed &m the Geemment. Other signidant reasons & the desability
of obtaining ecaynition for emplgee-irventoss by issuing p&ents in their namesnd br
obtaining ecaynition of the eseatch program of an gengy.
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15. Q.

16. Q.

17. Q.

18. Q.

19. Q.

Wheat tangble beneits ae thee for an emplgee-irventor?

On the fling of a pdent gplication eat emplyee-irventor is entitled to a $50@vard and
$800 on the @nting of the peent. Futher, the inventor shags in ay royalties eceved from
licensing of the p@nt. Should an empjee be hle to bing his irvention to the point of jacti
cal gplicaion (i.e, mass poduce it) ly himself or with the aid of otherhe mg be entitled to
commecial rights to the imention ly a non-&clusive or &clusive license

He obtains prfessional ecaynition and enhancemeny baving his name ppear on the pgant
as the imentor (i.e, it looks good on his/herasume).

Wha is a pultication?

Pubication in its boadest sense means/grulic notification or dissemingon of information.
Among the methods of plibation ale (1) oal, as ly puldic address,(2) visual,as ty an hibi-
tion or demonsttion, and (3) pmted as ly a jounal aticle. Of these methodgyinted pullica-
tion is the most impadant in the detenination of rights under United Stas paent law.
However, other modes of puication are impotant under the piant lavs of a mmber of breign
counties.

What constitutes a jmted pullication?

Any printed work which is accessik to ary pat of the pulic in any county without injunction
of seceg is a "pinted pullication." Specifcations in an IFB/RFBhandouts aseminas, nens-
paper aticles,trade magazine distosures,and scientit articles ae all pinted pullications.
Coutts have held the dllowing to be pinted pultications as well:

— a single typeritten copy of a thesis indeed in a uniersity library;
— a suitdle indexed micofilm copy of a epor;
— a pinted cdalog put out in a ery limited issuebut which was not coriflential;

— preprints of aticles distibuted pror to a scientit meeting

Wha is "pulic use"?

Pulic use is the empianent of the imention br a commaegial or pictical use (as distinctdm
expelimental use)with no delibeate intention of concealment orfeft to exclude the pulic.
Even if the odinaly use of the dédce is \eiled from publlic view (e.g., an intenal comhstion
engne g/linder liner),non-petimental use of the dee is still pullic use

What is "expeimental use"?

Expeimental use of an urention consists in opating the deice or pacticing the methodof
the pupose of detenining whether the imention is complete or needs tluer impovement.

"Expelimental use" mst be distinguisheddm the use of the wention in epeimentaion. If
the irnvention is used in its completednin to accomplish its intended mase in the cose of a
reseach program,then thee is no "&peimental use' For example the use of a miascope
having a navly invented objectie in micobiological reseach would not be gpelimental use as
regards the micoscope
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20. Q. Suppose angeng wishes to pulsh a desdption or male practical use of the irention soon
after it is madeMay it do this?

A. Approval of theTechnolagy Transkr Officer of the lireau ivolved nust be obtained beife
printing ary desciption of an ivention or making anpubic use theeof.

21. Q. Is this pemission sometimes withheld?

A. Yes; if thee is some compellingeason ér doing so. Usuall pemission is ganted and the
Tecdhnolagy Transer Oficer males an dbrt to file an gplicaion within the one-gar gace
peiiod allowed after pulication or pullic use If foreign tights ae impotant and can be losyb
pubication or pulic use bebre filing takes placethen this is oneapd eason ér withholding

approval.

22.Q. Wha is the pefered piocedue as egards pinted pullication or pullic use?

A. If possible, defer sud pulbication or pullic use until a United Stas p&ent gplicaion is filed.
PuMbication or use thezafter will not hae ary effect on obtaining a United $¢s p&ent. If a
paent gplication is fled in a breign county within one year after the United Sts gplication
is filed, the deérmred pultication or pullic use will not bar adreign paent. This follows from an
intemaional cowvention to vhich most impotant counties ae signé#ories.

23. Q. Would not a pinted pullication sexe to potect the Geemment as wll as a p&ent?

A. Not entiely. The pullication would creae nothing to license andonld have benet only defen
sively. Even deénsiely, within the one gar peiod after the dig of eab pubication, a third
party could fle an gplication (which is usualy kept confdential in the PD) and afidavit
alleging tha he irvented the imention bebre the pubication. This could sere to emove the
pulication as pior art and a pgent could then be issued to the dhiaty.

24. Q. Is thee ary action vhich can be tagn to cancel a pent issued to anotherhen the Dpatment
believes the imention was frst made b its emplyee-irventor?

A. Only if the invention was secued fraudulenty or if the Gwemment has a pending teat gpli-
cdion on the same Wention and the piant is not mae than a gar old In geneal, the ony way
the \alidity of a paent can bettadked is in connection with an infigement action fwught ty
the pa@ent avner, in a cout or in a detaratory judgment suit lought ty a peson who is
accused of infngement.These couractions a@ very expensve and time consumingif all per
sons ivolved and hence amot a pactical altenaive.

25. Q. If the Goremment pubishes,and another p&y has a pent gplicaion pendingor files shotly
after the pulication and maks the necessagffidavits, the Gawemment is not pitected?

A. Correct.
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IV. CONCLUSION

Summaizing, some of the most imptant thoughts mentionedgeiously will bear epeding.

*** First,keg a lecod of wha you do and hee sud recods witnessed and undtood ly fellow
employees vho ae cgpable of undestanding theecods and vino ae not co-iventoss.

*** Secongrefer nav developments to the pent dtorney in the Solicitors Ofice or to yur
Tedhnolagy Transkr Oficer as soon as posklafter the declopments star

*** Third, submit all @paently novel ideas and delopments to the Solicit@'Ofice or to the
Technolagy Transer Oficer accoding to the poper pocedue, regardless of viether or not it is
thought thathey will be used lg the Dgatment of the Inteor.

*** Fourth, suppl the paent dtorney with information as complete as posktebout eab develop-
ment submitted
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APPENDIX |

I. Statutory Invention Registration
A. Defensie Pultication
1) Defensie in ndure
2) Prevent othes secung paent potection
B. Contents
1) Document lilke pdaent gplication but no daims.
2) Need delaration and &es.
Il. Provisional Application
A. Need a spedifation; adequie desdption; no daims.
B. Drawings
C. Name of Imentors
D. Fees

E. Good or twelve months.
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